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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-4, 18, and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by Kohno 
etal. (6,028,717). 

In regard to claims 1,18, and 19 Kohno discloses a zoom lens (Fig. 1) to form an image 
of an object with variable magnification between a shortest focal length and a longest focal 
length, comprising: a first lens group having a positive refracting power (Grl, col. 1, line 54); a 
second lens group (Gr2) positioned closer to the image than the first lens group (Fig. 1) and 
having a negative refracting power (col. 1, line 55); and a third lens group (Gr3) positioned 
closer to the image than the second lens group (Fig. 1) and having a positive refracting power 
(col. 1, line 58); wherein when the magnification is changed from the shortest focal length to the 
longest focal length, the third lens group is shifted toward the object (arrow under Gr3 in Fig. 1) 
and the first lens group and the second lens group are shifted in such a manner that a distance 
between the first lens group and the second lens group is increased (Fig. 1) and a distance 
between the second group and the third group is decreased (Fig. 1), wherein the third lens group 
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comprises at least a single positive lens (the lens with surfaces rlO to rl 1) and at least a single 
negative lens (rl2-rl3), and wherein a variable magnification ratio of the zoom lens is four times 
or more (Table 1 in col. 1 1 gives the longest focal length of 19.3 mm and the shortest focal 
length of 3.4 mm, for a ratio of 5.7. 

In further regard to claim 18, Kohno discloses a video camera (col. 1, line 14; claims 47- 
51), comprising: an image pick-up element (claims 47-51, first two lines of each), and a zoom 
lens having the recited features, as explained above. 

In further regard to claim 19, Kohno discloses a digital still camera (col. 1, line 13; 
claims 47-51), comprising: an image pick-up element (claims 47-51, first two lines of each), and 
a zoom lens having the recited features, as explained above. 

In regard to claim 2, in the Kohno zoom lens, the variable magnification ratio is five 
times or more (5.7, from the focal lengths disclosed in Table 1). 

In regard to claim 3, in the Kohno zoom lens, the first lens group comprises at least a 
single positive lens (r3-r4 in Fig. 1) and at least a single negative lens (rl-r2). 

In regard to claim 4, the Kohno zoom lens satisfies the following formula: 

4.5<fl/fw<20 (17.5/3.4=5.1) 

where fl is a focal length of the first lens group (calculated from Table 1), and fw is the 
shortest focal length of the zoom lens (disclosed at the top of Table 1). 
3. Claims 1, 6, 7, and 10-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shibayama (5,694,253). 

In regard to claim 1, Shibayama discloses a zoom lens (Figs. 1 and 2) to form an image of 
an object with variable magnification between a shortest focal length and a longest focal length, 
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comprising: a first lens group having a positive refracting power (Gl; col. 1, line 60); a second 
lens group (G2) positioned closer to the image than the first lens group (Fig. 1) and having a 
negative refracting power (col. 1, line 61); and a third lens group (G3) positioned closer to the 
image than the second lens group (Fig. 1) and having a positive refracting power (col. 1 3 lines 
61-62); wherein when the magnification is changed from the shortest focal length to the longest 
focal length, the third lens group is shifted toward the object (Fig. 2) and the first lens group and 
the second lens group are shifted in such a manner that a distance between the first lens group 
and the second lens group is increased (Fig. 2) and a distance between the second group and the 
third group is decreased (Fig. 2), wherein the third lens group comprises at least a single positive 
lens (the first lens element from the object side) and at least a single negative lens (the third lens 
element from the object side), and wherein a variable magnification ratio of the zoom lens is four 
times or more (col. 9, line 26 gives the longest focal length of 194.00 mm and the shortest focal 
length of 28.80 mm, for a ratio of 6.7). 

In regard to claim 6„the Shibayama zoom lens further comprises a fourth lens group (G4) 
positioned closer to the image than the third lens group (Fig. 1) and having a positive refracting 
power (condition 15 in col. 4, line 43, and in Table 1, is positive). 

In regard to claim 7, in the Shibayama zoom lens, when the magnification is changed 
from the shortest focal length to the longest focal length, the fourth lens group is shifted toward 
the object (Fig. 2). 

In regard to claim 10, in the Shibayama zoom lens, the zoom lens satisfies the following 
formula: 

32° < ©w < 50° (col. 9, line 28: 2© = 76.61 so co =38.3°) 



Application/Control Number: 09/585,576 Page 5 

Art Unit: 2873 

where cow is a half angle of view on the condition that the zoom lens is structured to effect the 
shortest focal length. 

In regard to claim 1 1 , in the Shibayama zoom lens, the second lens group comprises three 
negative lenses (Fig. 1: the first, second and fourth lens elements) and a positive lens (the fifth) 
arranged in this order from the object. 

In regard to claim 12, in the Shibayama zoom lens, the zoom lens satisfies the following 
formula: 

1.5 < fl/fw < 20 (as calculated from Table 1, fl is 76.25, so the ratio is 2.6) 
where fl is a focal length of the first lens group, and fW is the shortest focal length of the zoom 
lens. 

4. Claims 1,13 and 14 are rejected under 35 U.S. C. 102(b) as being anticipated by Betensky 
(4,299,454). 

In regard to claim 1, Betensky discloses a zoom lens (Figs. 5 and 5a, bottom of col. 9, 
and col. 10) to form an image of an object with variable magnification between a shortest focal 
length and a longest focal length, comprising: a first lens group having a positive refracting 
power (Gl); a second lens group (G2) positioned closer to the image than the first lens group 
(Fig. 5) and having a negative refracting power (Fig. 5); and a third lens group (GR) positioned 
closer to the image than the second lens group (Fig. 5) and having a positive refracting power 
(Fig. 5); wherein when the magnification is changed from the shortest focal length to the longest 
focal length, the third lens group is shifted toward the object (Figs. 5, 5a) and the first lens group 
and the second lens group are shifted in such a manner that a distance between the first lens 
group and the second lens group is increased (Figs. 5, 5a) and a distance between the second 
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group and the third group is decreased (Figs. 5, 5a), wherein the third lens group comprises at 
least a single positive lens (L10) and at least a single negative lens (LI 1), and wherein a variable 
magnification ratio of the zoom lens is four times or more (Table XIII gives the longest focal 
length of 105.0 mm and the shortest focal length of 25.5 mm, for a ratio of 4. 1). 

In regard to claim 13, the Betensky zoom lens further comprises an aperture stop (shown 
in Fig. 5 between L7 and L8), and when the magnification is changed from the shortest focal 
length to the longest focal length, an aperture diameter of the aperture stop becomes larger (col. 
1, lines 36-40; col. 10, lines 6-7; and the value of f/No. in Table XIII; the disclosure that the 
f/No. (relative aperture) stays constant even though the aperture stop is axially fixed means that 
the aperture diameter increases when zooming because it has to compensate for the smaller angle 
of light, and hence lower light flux, collected). 

In regard to claim 14, in the Betensky zoom lens, the aperture stop is provided between 
the second lens group and the third lens group (Fig. 5). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 13 and 14 rejected under 35 U.S.C. 103(a) as being unpatentable over Kohno et 
al. (6,028,717) in view of Tsuji et al. (4,763,998). 
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In regard to claim 13, Kohno discloses the zoom lens of claim 1, as explained above, 
further comprising an aperture stop (A in Fig. 1). However, Kohno does not disclose that the 
aperture diameter becomes larger. Tsuji discloses that in zoom lenses, when the magnification is 
changed from the shortest focal length to the longest focal length, an aperture diameter of the 
aperture stop becomes larger (col. 1, lines 64-66). Furthermore, Tsuji discloses that this change 
in diameter maintains a constant speed (light flux collected by the image pickup) (col. 1, lines 
66-67) even if the axial position of the aperture is fixed. Therefore, it would have been obvious 
to one of ordinary skill in the art to make the aperture diameter of the aperture stop in the Kohno 
zoom lens become larger with zooming because it would allow the aperture to be kept at a fixed 
axial position and yet maintain constant speed. 

In regard to claim 13, in the Kohno zoom lens, the aperture stop is provided between the 
second lens group and the third lens group (Fig. 1). 

7. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kohno 
'717 in view of Kohno et al. (6,1 18,592). Kohno '717 discloses the zoom lens of claim 19, as 
explained above. However, Kohno '717 does not disclose that the image pick-up element is a 
CCD or a CMOS each having pixels more than one million. Kohno '592 discloses a similar 
zoom lens in a digital still camera (col. 1, line 18) wherein the image pick-up element is a CCD 
having pixels more than one million (col. 1, lines 25-38). Kohno '592 further discloses that such 
an image pick-up element is desirable for high image quality (col. 1, line 25-38). Therefore, it 
would have been obvious to one of ordinary skill in the art to provide as the image pick up 
element in the Kohno '717 zoom lens a CCD having more than a million pixels, as disclosed in 
Kohno '592, because such an image pick-up element would provide high quality. 
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8. Claims 1, 6, 7, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shibayama (5,694,253). Shibayama discloses the zoom lens of claims 1, 6, and 7, as explained 
above, and discloses that the zoom lens satisfies a formula with a range that overlaps the recited 
range: 

0.25 < f3/f4 < 0.7 (condition 15 in col. 4 discloses a range from 0.5 to 1.0) 
where f3 is a focal length of the third lens group, and f4 is a focal length of the fourth lens group. 
Furthermore, the value of condition 15 is Table 1 is 0.758. The value for the Second 
Embodiment, which also meets the limitations of claim 7, is 0.721. 

As explained in MPEP 2144.05 [R-l], citing case law, a prima facie case of obviousness 
exists when a reference discloses an overlapping range. Here, Shibayama discloses an 
overlapping range and embodiments with values that are very close to the upper limit of the 
recited formula. Therefore, it would have been obvious to one of ordinary skill in the art to 
construct the Shibayama zoom lens so as to meet the formula because it would require only 
slight variation and only within the disclosed range. 



9. Claims 5, 9, 15-17 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 
The prior art taken either singularly or in combination fails to anticipate or fairly suggest the 



Allowable Subject Matter 
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limitations of claims 5, 9, 15, 16, and 17, in such a manner that a rejection under 35 U.S.C. 102 
or 103 would be proper. 

The prior art fails to teach a combination of all the features in claim 5. For example, 
these features include the detailed structure recited in claim 1 and also the limitation that the 
zoom lens satisfies the formula 2.9 < |33T/p3W < 8, in combination with all the other limitations 
of the claim. In Arimoto et al. (6,191,895), the product of conditions 13 and 14 is not greater 
than 2.9 for any embodiment (the largest value is 2.6, which is not close enough for 
obviousness). 

The prior art fails to teach a combination of all the features in claim 9. For example, 
these features include the detailed structure recited in claim 1 and also the limitation that the 
zoom lens satisfies the formula 3.3 < p34T/|334W < 8, in combination with all the other 
limitations of the claim. Shibayama discloses an overlapping range of > 2 and a value of the 
formula in the first embodiment of 2. 18, but the range is too non-specific and the values too far 
to make the claim obvious. 

The prior art fails to teach a combination of all the features in claim 15. For example, 
these features include the detailed structure recited in claim 1 and also the limitation that the first 
lens group is shifted toward the object once after shifted toward the image, in combination with 
all the other limitations of the claim. Hoshi et al. (6,633,437) was filed after the filing date of the 
current application. 

The prior art fails to teach a combination of all the features in claim 16. For example, 
these features include the detailed structure recited in claim 1 and also the limitation that the 3-b 
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lens is shifted so as to conduct focusing, in combination with all the other limitations of the 
claim. 

Claim 17 depends on claim 16 and therefore has allowable subject matter as well. 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah A. Raizen whose telephone number is (571) 272-2336. 
The examiner can normally be reached on Monday-Friday, from 10:00 a.m. to 3:00 p.m. Eastern 
Standard Time (a part-time schedule). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Y. Epps can be reached at (571) 272-2328. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306 (please note that 
this number is different from the previous two numbers provided until the summer of 2003). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). The Patent 



Conclusion 
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EBC is a complete customer service center that supports all Patent e-business products and 
service applications. External customers should be directed to EBC representatives, who can be 
reached at 703-305-3028 or toll free at 866-217-9197 between the hours of 6 a.m. and 
midnight Monday through Friday EST, or by e-mail at: ebc@uspto.gov . Additional 
information is available on the Patent EBC Web site at: http://www.uspto.gov/ebc/index.htmI . 
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Scott J/Bugarman 
Primary Examiner 



